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HOW TO PLAY
YOUR COPYRIGHT
THE HIDDEN TIPS

Asia IP’s annual copyright issue teaches you
everything from avoiding the traps of fair use and
better exploiting your rights through registration to
new legislation. Johnny Chan reports.
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hile most, if not all, jurisdictions,
provide the same length for copyright
protection, almost nobody complains
that the term is too short.
Take the United Arab Emirates as an
example. Copyright protection there
is deemed sufficient and is almost
in alignment with all international
jurisdictions, says Raka Roy, senior IP
counsel at Galadari in Dubai. “A registered
copyright subject is protected in the UAE
through the lifetime of author and 50
years beginning from the first day of the
calendar year following the author’s
death. Again, for collective work,
the economic rights of the authors
shall be protected for a period of
50 years beginning from the first
day of the next calendar year of
the first publication in case that
the author is a legal person. But
in a case where the author is a
natural person, the period will be
calculated according to the rule
stipulated in the UAE Copyright
Law. This law is, however, in
exception to the authors of applied
arts.”

Fair Use Abuse

Just because most everybody is in agreement with the
length of copyright term does not mean that there are
no problems. One of the most prominent problems is
fair use abuse.
While fair use is a doctrine which allows a third
party to use copyrighted materials without having to
seek permission from the creator, such use should
remain within the scope of public interest such
as criticism, comment, news reporting, teaching,
scholarship and research, Roy says. “This, however,
is a wide term and thereby stimulates a huge scope
of abuse of such a provision. Given that there’s no
quantified amount of copyrighted work that may
be used without permission, and that only citing
the original owner isn’t always acceptable, fair use
protection under copyright is often debatable.”
Prior to analyzing the actual abuse of the fair
use provision, it is important to also understand that
there is a large amount of misuse that happens out of
ignorance and lack of knowledge as to what, exactly,
are the perimeters for fair use and infringement.
“Most people would not know that thin line,” she
says. “Out of a non-random survey, which included
51 apparently-informed and active respondents,
many admittedly possessed only ‘a vague sense’ of
what fair use actually means or mistakenly thought
the law placed a numerical limit on the amount of
copyrighted material falling within the ambit of the
doctrine.”
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“Out of a non-random
survey, which included 51
apparently-informed and
active respondents,
many admittedly
possessed only ‘a
vague sense’ of what
fair use actually means
or mistakenly thought
the law placed a
numerical limit
on the amount of
copyrighted material
falling within
the ambit of the
doctrine.”
—RAKA ROY, senior IP counsel,
Galadari, Dubai

Abuse of fair use is, therefore, a very
controversial issue. A few cases or situations
discussed herein would indicate exactly what
situations are interpreted by the courts in the United
States as an abuse of fair use provision.
Roy says that a biographer of author and poet
Richard Wright quoted from six unpublished letters
and 10 unpublished journal entries, all of which had
been written by Wright, and that was not considered
fair use abuse, given that no more than one percent of
Wright’s unpublished letters were copied and that the
purpose was informational. (Wright v. Warner Books,
Inc., 953 F.2d 731 (2d Cir. 1991)).
On the contrary, The Nation magazine, which
bills itself as the oldest continuously-published
weekly magazine in the United States, published
excerpts from former US President Gerald Ford’s
unpublished memoirs. Publication in The Nation was
made several weeks prior to the date Ford’s book was
to be serialized in another magazine. “This certainly
has been considered as an abuse of fair use with
the issues being that The Nation’s copying seriously
damaged the marketability of Mr. Ford’s serialization
rights,” Roy says. (Harper & Row v. Nation Enters., 471
U.S. 539 (1985)).
Further, a television station’s news broadcast
used 30 seconds from a four-minute copyrighted
videotape of the beating of white truck driver Reginald
Denny by a group of black men during the 1992 Los
Angeles riots. “In consideration of the fact that the
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use was commercial, took the heart of the work, and
affected the copyright owner’s ability to market the
video, the court considered this to be an abuse of fair
use and decided against the TV channel,” Roy says.
(Los Angeles News Service v. KCAL-TV Channel 9, 108
F.3d 1119 (9th Cir. 1997).
So, while fair use abuse happens at random, it
is not always tainted with bad faith and might be a
simple act of ignorance, she says. “It is important
for the copyright owner to be more specific on what
could be a copyrightable matter and to set perimeters
towards that.”
For preventing such abuse, a few first steps
should be taken by the copyright owner which set out
more clearly what the perimeters are for fair use and
what could be questioned as an infringement, she
adds. Moreover, she says, the following steps could be
helpful:
1) Regular monitoring of the publications,
electronic media and advertisements,
broadcastings, and audio-visual works that
are regularly published in the public domain;
2) Undertaking a meticulous analysis of such
work, including seeking required legal
opinions to confirm if it is an intentional
abuse of fair use;
3) Seeking and taking sufficient security
and confidentiality measures towards
unpublished copyrightable works.
Besides books, television and other traditional
platforms, many examples of ignorant and lack-ofknowledge fair use abuse can also be seen in the
new media, such as the over-the-top video industry
which exists online, says Gary Kuo, a partner at
Winkler Partners in Taipei. “Many platforms provide
unlicensed content to social network users, and
the Taiwan Intellectual Property Office notes that
providing unlicensed content, as well as merely
providing links to unlicensed websites containing
such content, constitutes copyright infringement.”

Copyright Exploitation,
Management and Registration

In terms of proper exploitation and management of
copyright, Dhruv Goel, a senior associate at Remfry &
Sagar in Gurgaon, has the following to say, which, he
notes, should apply to other jurisdictions, too:
The governing law in India is the Copyright Act,
1957 along with the Copyright Rules, 2012. As per the
act, copyright subsists in the traditional classes of
works which include:
(a) original literary, dramatic, musical and
artistic works;
(b) cinematograph films; and
(c) sound recordings.

outside of these classes, Goel says. “Works such as a
website on a mobile application, for example, form a
collection of different works where each element has
to be protected independently.”
The Copyright Act provides for specific
registration of copyrightable works. “Though
registration is not necessary to enforce copyright in
India as long as the work is published or registered
(as copyright) in a convention country [Berne or
Universal Copyright Convention], it is advisable and
highly recommended to register copyright in India
in all important works since, statutorily, registration
is considered prima facie evidence of the owner’s
rights,” he says. “A copyright registration is easy to
obtain, cost effective and can assist in enforcement
actions such as trademark oppositions or
cancellations, lawsuits, search and seizure operations,
combatting counterfeiting and custom notices, etc.”

“Though registration is
not necessary to enforce
copyright in India as long
as the work is published
or registered (as copyright)
in a Berne or Universal
Copyright Convention
country, it is advisable
and highly recommended
to register copyright in
India in all important
works since, statutorily,
registration is considered
prima facie
evidence of
the owner’s
rights.”
—DHRUV GOEL,
senior associate, Remfry &
Sagar, Gurgaon

The challenge from a management perspective
is the ability to identify the work under one of the
aforementioned classes, as no copyright subsists
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But even if all copyrights are registered, there are
still going to be problems due to the advancement of
technology.
In India, the Copyright Act currently provides
for succinct protection and licensing of traditional
copyrightable works such as the ones mentioned
above. The big challenge is faced, he says, when
it comes to the exploitation, management and
protection of a website or mobile application.
“As an IP practitioner, we are often faced with the
question, is there protectable intellectual property
in the e-commerce space? Traditionally, inventions,
literary works, artistic works, designs and trademarks
formed the subject matter of intellectual property
law,” says Vishnumohan Rethinam, a partner at
Remfry & Sagar in Gurgaon. “However, with the
advent of new technologies, new forms of IP are
evolving, and the challenge for any business – and
even us as IP practitioners – is identifying options for
protection of intellectual assets and methodology or
modality of such protection.”

“With the advent of new
technologies, new forms
of IP are evolving, and the
challenge for any business
– and even us as IP
practitioners – is identifying
options for protection of
intellectual assets and
methodology or modality of
such protection.”
—VISHNUMOHAN RETHINAM, partner,
Remfry & Sagar, Gurgaon

A website or a mobile app, which usually
functions as an interactive website, falls under several
of those above mentioned categories. Content of the
websites and the software is protectable as a literary
work; images and pictures are protectable as artistic
works; any sound recording and any video clips
uploaded therein are protectable separately, says
Rethinam.
Misuse of website content is commonplace.
“Generally, while most websites do contain clear
terms of use dealing with, or a page dedicated to,
intellectual property usage, we generally find that it
is not enough. Popular and well-known trademarks
are prone to frequent misuse. Thus, certain additional
steps may deter potential infringers and alternatively,
facilitate enforcement,” he says. These could include:
1. Reinforcing proprietary rights at other places
on a website. This could include pop-ups
(small in size and without detracting from the
page content) on strategic or most frequently
visited pages (such as the homepage, the page
for partners or merchandise franchises);
2. Pop-ups at strategic places on all official
social media pages;
3. An internal record on when these pages were
created and the number of hits on these
pages by jurisdiction and by month and year;
4. A very brief cautionary notice which pops
up from time to time whenever a visitor on
the official website visits strategic or most
frequently visited pages;
5. Incorporating appropriate legends on
partners’ or merchandisers’ websites;
6. Seeking copyright protection in India for
important works. As explained above, though
copyright protection is not mandatory, it is
beneficial in enforcement proceedings and
helps reinforce an owner’s intent or diligence
before a tribunal, court or police in India;
7. Ensure that not only are proprietary rights
spelled out but that periodical checks are
carried out to ensure compliance. Absent
active quality control measures, and in the
event of misuse, the right holder shouldn’t be
stuck with passive liability;
8. Consider publishing a cautionary notice once
in three years in a mainstream newspaper
having pan-India coverage.
Similar to India, copyright protection in Taiwan
is granted upon creation of the work, and there is no
copyright registration mechanism. “Hence, the major
challenge when managing and exploiting copyright as
a copyright owner is to properly preserve the evidence
which proves the independent creation of the work
and the time to create said work,” Kuo says. “Further,
due to the ease of obtaining information from the
internet, it would also be a challenge to educate all
employees of a company to avoid using any materials
online to create any work for the company in any
event.”
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On the other hand, while Singapore also does not
“The major challenge
have copyright registration, some practitioners and
IP owners are hoping for one because, without such
when managing and
registration, it is not possible to formally register and/
exploiting copyright is
or record the transfer or licensing of copyright rights,
or of a security interest in a copyright, says Yvonne
to properly preserve the
Tang, director of IP at Drew & Napier in Singapore.
evidence which proves the
“The absence of a formal copyright registration
and/or
recordation system gives rise to many
independent creation of
challenges in the management and exploitation of
the work and the time to
copyright, when compared to other IP rights such as
or patents,” Tang adds. “These challenges
create said work. Further, trademarks
are felt, particularly, in the area of infringement.”
due to the ease of obtaining
“The absence of a formal
information from the
copyright registration and/
internet, it would also be
or recordation system gives
a challenge to educate all
rise to many challenges
employees of a company to
in the management and
avoid using any materials
exploitation of copyright,
online to create any work
when compared to
for the company in any
other IP rights such as
event.”
—GARY KUO, partner, Winkler Partners, Taipei
trademarks or patents.
These challenges are felt,
particularly, in the area of
infringement.”

—YVONNE TANG, director of IP,
Drew & Napier, Singapore
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First, Tang says that the lack of a public record of
ownership makes it difficult to conclusively ascertain
ownership, authorship and the scope of protection of
a particular copyrighted work. “Without a system of
copyright registration, there is no public record proof
of ownership and/or validity of copyright. This creates
practical difficulties for a plaintiff copyright owner
who is trying to assert his rights and bring a claim for
infringement of his copyrighted work.”
“Second, a formal system of registration and/
or recordation for IP works may be said to have an
indirect deterrent effect on third parties attempting to
make unauthorised use of the IP right,” she says, “The
lack of such a registration system for copyright works
in Singapore, therefore, means that this understatedyet-valuable deterrent effect is absent.”
“Third, the prospect of an out-of-court resolution
of a conflict between a potential plaintiff and
defendant also becomes uncertain,” she says. “Where
a potential defendant receives a demand letter alleging
copyright infringement, it is difficult for the potential
defendant to conclusively ascertain and verify if the
potential plaintiff is in fact the true owner of the
copyright in the allegedly infringing work.”
“The fourth difficulty stemming from the lack
of public records to conclusively document matters
concerning ownership, authorship and the scope
of protection for copyrighted works is in proper
valuation of a copyrighted work,” she says. “It may be
said that the inability to accurately ascribe value to a
particular asset is, in itself, a disincentive to owning
such an asset.”
Because of these difficulties arising from the
inability to register a copyright, the Singapore
Copyright Act is currently under review by the
Ministry of Law, Tang says. “In the recent public
consultation on the proposed changes to Singapore’s
copyright regime, one of the issues under
consideration for reform is the feasibility of setting up
a voluntary copyright registration.”
It is hoped that the advantages of having a
registration system would be recognized and that
such a system will be implemented in Singapore in the
near future. “The system will go some way in tackling
the various practical challenges, as outlined above, in
the exploitation and management of copyright,” she
says. “With the removal of these challenges, it is hoped
that copyright owners need not feel burdened by
practical difficulties in bringing claims to protect their
own copyrighted works.”

New Rules

As the internet is becoming more sophisticated with
social media and e-commerce platforms, it is time for
some new regulations.
“Where the law is silent, courts fill the gap,”
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Goel says. “While some of the methods of ensuring
copyright protection have already been discussed
above, a recent phenomenon is the increased ambit
of intermediary liability in the e-commerce space.
In India, it requires a combined interpretation of
the Information Technology Act, 2000 and the Trade
Marks Act, 1957.”
In a decision dated November 12, 2018, in the
matter of L’oreal v. Brandworld & Anr [CS(COMM)
980/2016 & I.A. 24186/2014], the Delhi High Court
reiterated their earlier view taken in Christian
Louboutin v. Nakul Bajaj [CS (COMM) 344/2018] that
safe harbour provisions for intermediaries are meant
for promoting genuine businesses which are inactive
intermediaries, and not to harass intermediaries in
any way. However, it was reinforced that e-commerce
platforms which actively conspire, abet or aide, or
induce commission of unlawful acts on their website
cannot go scot free.
An illustration was explained that any online
market place or e-commerce website, which allows
storing of counterfeit goods, would be falsifying the
mark. Any service provider who uses the mark in
an invoice thereby giving the impression that the
counterfeit product is a genuine product, is also
falsifying the mark. Displaying advertisements of the
mark on the website so as to promote counterfeit
products would constitute falsification. Enclosing
a counterfeit product with its own packaging and
selling the same or offering for sale would also
amount to falsification. All of these acts would aid
the infringement or falsification and would therefore
bring the e-commerce platform or online market
place outside the exemption provided under Section
79 of the IT Act.
A conclusion was drawn that when an
e-commerce company claims exemption under
Section 79 of the IT Act, it ought to ensure that it does
not have an active participation in the selling process.
The presence of any elements which shows active
participation could deprive intermediaries of the
exemption.
To determine the extent of liability of
intermediaries, the courts are guided by the
Information Technology (Intermediaries Guidelines)
Rules, 2011. “However, they have been termed to
be mere guidelines which cannot not substitute
themselves either for the provision in the IT Act or
nullify provisions in other applicable laws,” Goel says.
“E-commerce has transformed the way business
is done in India. The Indian e-commerce market
is expected to grow to US$200 billion by 2026 from
US$38.5 billion as of 2017. Thus, a legislative backing
to the Intermediary Guidelines is a need of the
hour to perhaps develop a more apt, applicable and
comprehensive legal framework.”
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